United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



10/599,524 



FILING DATE 



7278 7590 

DARBY & DARBY P.C. 
P.O. BOX 770 
Church Street Station 
New York, NY 10008-0770 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



20802/0205146-USO 



YANG, ANDREW 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



KJttiVrXi nvrliyjts OUff Iff fcff Jr 


Application No. 

10/599,524 


Applicant(s) 

NAEGERL, HANS 


Examiner 
ANDREW YANG 


Art Unit 

3733 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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Status 

1 )^ Responsive to communication(s) filed on 07 August 2008 . 
2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 15.18.19.21 and 23-32 is/are pending in the application. 
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5) 0 Claim(s) is/are allowed. 

6) |EI Claim(s) 15.18.19.21 and 23-32 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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2. n Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

This action is in response to Amendment After Final filed on 8/7/2008. Upon 
review of the Affidavit filed on 8/7/2008, the Final Rejection mailed on 6/1 1/2008 has 
been vacated. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 15, 21, 23-27, and 29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Bryan et al. (U.S. Publication No. 2002/0035400). 

Bryan et al. discloses an intervertebral implant having two outer elements 20, 40 
and an intermediate element 60. The intermediate element has an annular closed 
shape (Paragraph 86), and joins the two outer elements in a restricted, articulated 
manner such that torsional and shear forces are transmittable (Paragraph 87). The two 
outer elements have an annular and concave contour (Figures 6 and 7). The two outer 
elements are joined to the central element 60 in a form fitting manner wherein the 
contour forms a recess that is oversized relative to the portions of the intermediate 
member it engages (Figure 6). The recess is considered to be formed by the members 
28, 48 and the outer elements 20, 40. The intermediate element is circular and defines 
an annular central axis (Figure 7). The intermediate element 60 has a cross section 
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that is widened in at least one of a sagital, intermediate, frontal, and a transversal plane 
(Figure 6). The intermediate element 60 is made of a polymer (Paragraph 88). 

Claims 15, 18, and 19 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Kuras (U.S. Patent No. 7169181). 

Kuras discloses an artificial intervertebral disc 10 having two outer elements 20, 
40, and an intermediate member 60. The intermediate member 60 is annular and joins 
the outer elements 20, 40 in a restricted articulated manner. The two outer elements 
have a concave contour on the inner surface and is joined in a former fitting manner to 
the intermediate member 60. Furthermore, the contour is a recess and is oversized 
relative to the intermediate element 60 (Figure 8). The intermediate member 60 maybe 
adhered to the outer elements 20, 40 (column 3, lines 15-17). Thus it can be 
considered that the adherence material will create a texture on the inner contour of the 
outer elements that increases friction so as to create a fictional connection between the 
two outer elements and the intermediate element. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bryan et 
al. (U.S. Publication No. 2002/0035400). 

Bryan et al. discloses the claimed invention except for the polymer material of the 
central element to be polyethylene. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to construct the central element of 
Bryan et al. from polyethylene, since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice. In re Leshin, 125 USPQ 416. 

Claims 30-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bryan et al. (U.S. Publication No. 2002/0035400) in view of Kuras (U.S. Patent No. 
7169181). 

Bryan et al. discloses the claimed invention including a coating of titanium for the 
out elements (Paragraph 73). Bryan et al. fails to disclose an anchoring element in the 
form of anchoring pins that are also coated with a biocompatible material. Kuras 
teaches outer elements 20, 40 having anchoring pins and also a coating on them to 
further retain the disc 110 between vertebrae (Column 4, Lines 65-67 and Column 5, 
Lines 1-5). It would have been obvious to one skilled in the art at the time the invention 
was mad to construct the device of Bryan et al. with anchoring pins and a biocompatible 
coating on the outer elements in view of Kuras in order to further retain the implant 
between vertebrae. 
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Response to Arguments 

Applicant's arguments witli respect to claims 15, 18, 19, 21 , 23-32 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment Filled on 2/15/2008 necessitated the new ground(s) of 
rejection presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANDREW YANG whose telephone number is (571 )272- 
3472. The examiner can normally be reached on IFP. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Andrew Yang/ 
Examiner, Art Unit 3733 
9/15/2008 

/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



